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DETAILED ACTION 

Rejection & Response to Arguments 

Claim Rejections - 35 USC§112 
The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

1. Claim 18 rejected under 35 U.S.C. 112, first paragraph, as failing to comply with the 
written description requirement. The claim(s) contains subject matter which was not described 
in the specification in such a way as to reasonably convey to one skilled in the relevant art that 
the inventor(s), at the time the application was filed, had possession of the claimed invention. 
Applicant added the limitafion "the signals said detecting means receives firom the input port, are 
reflected from the first port without involvement of any splitters". A thorough reading of the 
specification as originally filed would leave no evidence for one of ordinary skill in the art to 
conclude that filter 10 is a specific type of filter, i.e. geared to filter out Ught of specific 
wavelengths as argued by Applicant. Filter 10 fiinction as abeam sphtter, filter 10 merely 
reflects (splits) a fraction of the light intensity signal (see [001 1-0012] originally filed 
specification) back to a photodiode 6. The Examiner understands that there are differences 
between filters and beam splitters as pointed out by Applicant on page 12, first paragraph in the 
Remarks section dated 06/17/2004. FiUer 10 may very well be capable of performing fiirther 
fianctions than those disclosed within the specification, but for what is disclosed within the 
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specification and the "broadest" interpretation of the words, it is the position of the Office that 
the intended use of filter 10 as disclosed within the specification indeed is only to split a portion 
of the incoming beam and send that portion of the light intensity (not separate wavelengths) 
signal back to photodiode 6, therefore acting as a functional equivalent to the beam splitter as 
disclosed by Mao et al. (6,149,278). Therefore, the new matter added dealing with not using 
beam splitters to separate the incoming light signal must be canceled from the claims. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

2. Claim 18 rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for faiUng 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. The limitation reading "the signals said detecting means receives fi-om the input port, 
are reflected fi"om the first port without involvement of any splitters" will not be given 
patentable weight. The claim recitation does not establish any structure as to how exactly the 
signal is reflected from the first port to the detecting means? The negative limitation does not 
make up for or give the claim the essential structure lacking. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 
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3. Claims 1, 5, 13, 17, & 19 rejected under 35 U.S.C. 102(b) as being fully anticipated by 
Mao et al. (USPN '278, hereinafter Mao). 
Claim 1 

Mao discloses in conjunction with Fig. 1, an optical attenuatorlOO for attenuating signals 
in an optical path, comprising an input port for receiving input signals from an input fiber 110 
along the optical path, an output port for splitting the attenuated signals into two portions, and for 
transmitting one portion of the attenuated signals to an output fiber 165, also along the optical 
path, and for transmitting a second portion of the attenuated signals to a detecting means 130, a 
movable reflector (140) for receiving first signals output by the input port and reflecting a 
portion of said first signals into the output port, the detecting means 130 being positioned to 
receive said second portion of the attenuated signals from the output port, and a driving device 
(i.e. stepper motor) for driving the movable reflector in response to control signals from the 
detecting means (col. 2, line 40-col. 3, line 27). Apphcant is particularly pointed to col. 2, lines 
56-64, which give support for an output port for splitting the attenuated signals into two portions. 

While the Applicants argument that the claimed invention is simpler in structure may be 
valid, Mao still reads on ALL the claimed limitations as currently drafted. Applicant is reminded 
that the claim merely states, "An optical attenuator. ..comprising" and not consisting of, even 
though there are differences, Mao reads on the claimed limitations. 
Claim 5 

Mao as applied above fiirther discloses wherein the output port comprises a second 
collimator (Fig. 1, ref 150). 
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Claim 13 

Mao in conjunction with Fig. 1, discloses an optical attenuator 100 for attenuating signals 
in an optical path, comprising an input port connected to an input fiber 110, the input fiber 110 
being a component of the optical path, the input port being for receiving an input signals from 
the input fiber 1 10, an output port connected to an output fiber 165, the output fiber 165 also 
being a component of the optical path, the output port being for transmitting an output signal to 
the output fiber 165, a movable reflector (140) forming an optical connection between the input 
port and the output port, a detecting means 130 optically connected to the input port and to the 
output port and comprising components for detecting the intensity of optical signals from the 
input and output ports, circuitry for comparing the input signal to the output signal, and control 
circuitry, and a driving device (i.e. stepper motor) electrically connected to the control circuitry 
of said detecting means and mechanically engaged with the at least one movable reflectors, 
whereby the input port transmits a fraction of the input signal (3-5%), as a first control signal, to 
the detecting means and transmits the remainder of the input signal, as a first signal, to the at 
least one movable reflectors, the at least one movable reflectors direct the first signal toward the 
output port as a second signal, and some fraction of the second signal, determined by the relative 
spatial and angular geometry of the at least one movable reflectors, is received by the output port 
as a received signal, and the output port transmits one portion of the received signal as the output 
signal and transmits the remaining portion of the received signal as a second control signal, to 
the detecting means, the detecting means measures the intensities of the first and second control 
signals, makes a comparison of the intensities, and as a result causes its control circuitry to issue 
driving control signals to the driving device, which actuates the at least one movable reflectors to 



Application/Control Number: 09/994,523 Page 6 

Art Unit: 2877 

rotate, changing the intensity of the received signal at the output port (col. 2, line 40-col. 3, line 
27). Applicant is particularly pointed to col. 2, lines 56-64, which give support for an output port 
for splitting the attenuated signals into two portions. 

It is inherent that the stepper motor used to rotate the mirrors (140 & 145) of Mao are 
electrically connected to control circuitry of the light monitoring means 130, in order for there to 
be "feedback... provided to the motor... that rotates mirrors 140 and 145 to the control rotation 
angles. . ..to provide an approximately constant output intensity for signals that do not provide 
constant intensity. . ." (col. 3, lines 10-16) as taught by Mao. Further, it is inherent that in order 
for the light monitors to judge the constant intensities at both the input and output ports, the 
intensities at both ports must be obtained, and then used to adjust the movable reflectors by a 
mechanically driven driving device i.e. stepper motors as taught be Mao. 

While the Applicants argument that the claimed invention is simpler in structure may be 
valid, Mao still reads on ALL the claimed limitations as currently drafted. Applicant is reminded 
that the claim merely states, "An optical attenuator. . .comprising" and not consisting of, even 
though there are differences, Mao reads on the claimed limitations. 
Claim 17 

Mao as applied above discloses wherein the output port comprises a second collimator 
and a splitter (col. 3, lines 56-64). 
Claim 18 

Mao discloses in conjunction with Fig. 1, an optical attenuator 100 comprising an input 
port receiving input signals form an input fiber 1 10, an output port transmitting output signals to 
an output fiber 165, a transmission device (140 & 145) positioned in a light path transmitted 
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between the input and the output port, said transmission device adjustably attenuating port 
transmitted signals moving along said light path, a driving device (stepper motor) moving said 
transmission device for attenuation adjustment, and detecting means 130 receiving signals from 
the input port and those from the output port to define an attenuation ratio thereof for 
determining actuation of the driving device (col. 2, line 40-col. 3, hne 27). Applicant is 
particularly pointed to col. 2, lines 56-64, which give support for an output port for splitting the 
attenuated signals into two portions. 

The light monitoring means 130 are used to obtain intensities at both the input and output 
ports, this can be seen in (col. 3, lines 10-16) where Mao discloses "feedback... provided to the 
motor... that rotates mirrors 140 and 145 to the control rotation angles.... to provide an 
approximately constant output intensity for signals that do not provide constant intensity. . .", 
Mao is silent as to how exactly how those intensities are used in conjunction with each other to 
perform the attenuation corrections within the system. It is inherent that a ratio of the obtained 
input and output intensity signals must be used in order to determine whether a constant intensity 
is being provided through the system. Mao discloses an attenuator wherein the first port includes 
a first collimator 120 facing to said transmission device, and the second port includes a second 
collimator 150, different fi*om the first collimator, facing to said transmission device (Fig. 1). 
Mao discloses wherein the signals said detecting means receives from the input port, are 
reflected from the first port, while the signal said detecting means receives firom the output port, 
are directly derived from one outgoing port of a splitter of said output port, the output fiber being 
connected to the other outgoing port of said splitter (col. 2, line 40-col. 3, line 27). AppUcant is 
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particularly pointed to col. 2, lines 56-64, which give support for an output port for splitting the 
attenuated signals into two portions. 

Claim Rejections - 35 USC§103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 2-4, 6-12, & 16 rejected under 35 U.S.C. 103(a) as being unpatentable over Mao. 
Claims 2,8, & 16 

Mao as applied above discloses wherein the input port comprises a first collimator 120 
and a filter 125 (Fig. 1). Mao discloses the claimed invention except for a filter. It would have 
been obvious to one having ordinary skill in the art at the time the invention was made to use a 
filter as opposed to a beam splitter since the Examiner takes Official notice of the equivalence of 
a filter and a beam splitter for their use to re-route a percentage of incoming light in the field of 
optical communications; the selection of any of these known equivalents to a filter would be 
within the level of ordinary skill in the art. Further, Mao discloses directing a "small percentage" 
(col. 2, lines 47-49) of the optical signal to the light monitoring means by way of beam splitter 
125. Therefore, to a person of ordinary skill in the art, it is obvious that the beam splitter of Mao 
is performing a filtering operation. 

A thorough reading of the specification as originally filed would leave no evidence for 
one of ordinary skill in the art to conclude that filter 10 is a specific type of filter, i.e. geared to 
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filter out light of specific wavelengths as argued by AppUcant. Filter 10 function as a beam 
splitter, filter 10 merely reflects (splits) a fraction of the light intensity signal (see [001 1-0012] 
originally filed specification) back to a photodiode 6. The Examiner understands that there are 
differences between filters and beam splitters as pointed out by Applicant on page 12, first 
paragraph in the Remarks section dated 06/17/2004. Filter 10 may very well be capable of 
performing fiirther fimctions than those disclosed within the specification, but for what is 
disclosed within the specification and the "broadest" interpretation of the words, it is the position 
of the Office that the intended use of filter 10 as disclosed within the specification indeed is only 
to split a portion of the incoming beam and send that portion of the light intensity (not separate 
wavelengths) signal back to photodiode 6, therefore acting as a fixnctional equivalent to the beam 
splitter as disclosed by Mao et al. (6,149,278). 
Claim 3 

It is the position of the Office that even though the reference of Mao does not specifically 
disclose wherein the filter has a 0.5% reflective ratio, it does outline the importance of directing 
a "small percentage (3% to 5%)" (col. 2, lines 47-49) of the optical signal to the Ught monitoring 
means by way of beam splitter 125. After care fill review of the AppUcants disclosure, there is no 
critically distinguishing filter reflective ratio feature in the AppHcants disclosure that exemplifies 
novelty over prior art disclosure. Therefore producing the same results as the Applicants 
limitation, therefore the reference of Mao reads on applicants claimed limitation. 
Claim 4 

Mao discloses wherein the first collimator 120 retains an end of the input fiber 1 10 and 
said detecting means uses said part of the input signals reflected by the filter together with said 
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second portion of the attenuated signals from the output port to drive the driving device which 
moves the movable reflector (col. 3, lines 10-27). 

It is the position of the Office that even though the reference of Mao does not specifically 
disclose a second fiber enclosed within the first collimator 1 10, wherein said second fiber 
receives a part of the input signals reflected by the filter (beam splitter 125) and transmits said 
part of the input signals reflected by the filter to the detecting means, it does outline the 
importance of directing a "small percentage (3% to 5%)" (col. 2, lines 47-49) of the optical 
signal to the light monitoring means by way of beam splitter 125. After ftirther review of the 
Applicants disclosure, Examiner has still not found any critically distinguishing feature regarding 
the use of a second fiber to transmit the filtered signal to the detector in the AppUcants disclosure 
that exemplifies novelty over prior art disclosure. AppUcant has not cited any passage from the 
specification as originally filed that would lead the Examiner to believe that the use of a fiber 
instead of free space gives the current invention novelty over prior art disclosure. Therefore 
producing the same results as the Applicants limitation, therefore the reference of Mao reads on 
applicants claimed limitation. Further, it would have been obvious to one having ordinary skill 
in the art at the time the invention was made to use a optical fiber instead of free space since the 
Examiner takes Official notice of the equivalence of a fiber and a free space transmission for 
their use in the field of opfical communications to transmit an optical signal and the selection of 
any of these known equivalents to a fiber would be within the level of ordinary skill in the art. 
Claims 6 & 12 

Mao discloses a light monitoring means 130; while Mao is silent as to exactly what type 
of light monitoring device can be used, it would have been obvious to someone of ordinary skill 
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in the art at the time of the claimed invention that a wide variety of Ught monitoring devices 
could be used, such as a photodector or a ccd array, as a means for monitoring the optical signal 
as it traversed through the optical attenuating device. 
Claim 7 

Mao in conjunction with Fig. 1, discloses an optical attenuator 100 for attenuating signals 
in an optical path, comprising an input port for receiving input signals from an input fiber 1 10 
along the optical path and for reflecting part of the input signals to a first detecting means 130, 
an output port for splitting the attenuated signals into two portions, and for transmitting one 
portion of the attenuated signals to an output fiber 165, also along the optical path, and for 
transmitting a second portion of the attenuated signals to a second detecting means 130, a 
movable reflector (140) for receiving first signals output by the input port and reflecting a 
portion of said first signals into the output port, said first detecting means 130 being positioned 
to receive said reflected part of the input signals from the input port, said second detecting means 
being positioned to receive said second portion of the attenuated signals from the output port, 
and a driving device (stepper motor) for driving the movable reflector (140 & 145) in response to 
control signals from said first and said second detecting means (col. 2, line 40-coL 3, line 27). 
Applicant is particularly pointed to col 2, lines 56-64, which give support for an output port for 
splitting the attenuated signals into two portions. 

Mao as applied above discloses wherein the input port comprises a reflector for reflecting 
part of the input signal. Mao discloses the claimed invention except for reflecting means in the 
input port. It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use reflecting means as opposed to a beam splitter since the Examiner 
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takes Official notice of the equivalence of a filter and a beam splitter for their use to re-route a 
percentage of incoming light in the field of optical communications; the selection of any of these 
known equivalents to a means for reflecting part of the optical signal would be within the level 
of ordinary skill in the art. Further, Mao discloses directing a "small percentage" (col. 2, lines 
47-49) of the optical signal to the Ught monitoring means by way of beam splitter 125. 
Therefore, to a person of ordinary skill in the art, it is obvious that the beam splitter of Mao is 
performing a filtering operation. 

While the Applicants argument that the claimed invention is simpler in structure may be 
valid, Mao still reads on ALL the claimed limitations as currently drafted. Applicant is reminded 
that the claim merely states, "An optical attenuator... comprising" and not consisting of, even 
though there are differences, Mao reads on the claimed limitations. 
Claim 9 

It is the position of the Office that even though the reference of Mao does not specifically 
disclose wherein the fiher has a 0.5% reflective ratio, it does outline the importance of directing 
a "small percentage (3% to 5%)" (col. 2, lines 47-49) of the opfical signal to the light monitoring 
means by way of beam splitter 125. After careftil review of the Applicants disclosure, there is no 
critically distinguishing filter reflective ratio feature in the Applicants disclosure that exemplifies 
novelty over prior art disclosure. Therefore producing the same results as the Applicants 
limitation, therefore the reference of Mao reads on applicants claimed limitation. 
Claim 10 

Mao discloses wherein the first collimator 120 retains an end of the input fiber 1 10. 
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It is the position of the Office that even though the reference of Mao does not specifically 
disclose a second fiber enclosed within the first colUmator 110, wherein said second fiber 
receives a part of the input signals reflected by the filter (beam splitter 125) and transmits said 
part of the input signals reflected by the filter to the detecting means, it does outline the 
importance of directing a "small percentage (3% to 5%)" (col. 2, lines 47-49) of the optical 
signal to the light monitoring means by way of beam splitter 125. After fiirther review of the 
Applicants disclosure, Examiner has still not found any critically distinguishing feature regarding 
the use of a second fiber to transmit the filtered signal to the detector in the Applicants disclosure 
that exemplifies novelty over prior art disclosure. Applicant has not cited any passage from the 
specification as originally filed that would lead the Examiner to beUeve that the use of a fiber 
instead of fi'ee space gives the current invention novelty over prior art disclosure. Therefore 
producing the same results as the Applicants limitation, therefore the reference of Mao reads on 
applicants claimed limitation. Further, it would have been obvious to one having ordinary skill 
in the art at the time the invention was made to use a optical fiber instead of fi-ee space since the 
Examiner takes Official notice of the equivalence of a fiber and a fi-ee space transmission for 
their use in the field of optical communications to transmit an optical signal and the selection of 
any of these known equivalents to a fiber would be within the level of ordinary skill in the art. 
Claim 11 

Mao as applied above fiirther discloses wherein the output port comprises a second 
collimator (Fig. 1, ref 150). 
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Allowable Subject Matter 
5. Claim 15 objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. 



Conclusion 

6, Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 . 1 36(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Juan D Valentin II whose telephone number is (571) 272-2433. 
The examiner can normally be reached on Mon.-Fri.. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gregory J Toatley, Jr. can be reached on (571) 272-2800 ext. 77. The fax phone 
number for the organization where this application or proceeding is assigned is 703-872-9306. 

hiformation regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




{fuan D Valentin II 
Examiner 2877 
JDV 

August 25, 2004 




